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PRE- APPEAL BRIEF REQUEST FOR REVIEW 
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Commissioner for Patents 
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Alexandria, VA 22313-1450 

Dear Sir/Madam: 



Please consider the following remarks during the Pre- Appeal Brief Conference: 



Claims 1-4, 10, 13, 14, and 23 were rejected under 35 U.S.C. §103(a) as t>eing 
unpatentable over Maru et al., U.S. Patent No. 5,877,784 ("Maru") in view of Fujii dt al., 
U.S. Patent No. 5,035,789 ("Fujii"). Claims 5-8 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Maru in view of Fujii as applied to claim 4, and further in vidw of 
Millman et al., publication entitled, "Microelectronics " Second Edition, McGraw-Hill, j Inc., 
1987 ("Millman"). Claims 11 and 12 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Maru in view of Fujii as applied to claim 1, and further in view of Sueoka 
et al., U.S. Patent No. 6,024,439 ("Sueoka"). Claim 9 was rejected under 35 U.S.C. §lb3(a) 
as being unpatentable over Maru in view of Fujii as applied to claim 1, and further in view of 
Tamura et al., U.S. Patent No. 5,784,463 ("Tamura"), I 

Independent claim 1 recites "a plurality of latches; and a plurality of junction 
photosensors, each junction photosensor coupled to one of the ejection elements via one of 
the latches". Maru does not teach or suggest a junction photosensor coupled to an ejection 
element via a latch, as recited in independent claim 1. Fujii also does not teach or suggest 
this limitation. One of the requirements of establishing a prima facie case of obviousness is 
that "the prior art reference (or references when combined) must teach or suggest all the 
claim limitations." MPEP § 2143. The Examiner has not cited any reference that teachles or 
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suggests a junction photosensor coupled to an ejection element via a latch as recitejd in 
independent claim 1 . Maru and Fujii, either alone or in combination, do not teach or suggest 
each and every limitation of independent claim 1. ; 

The Examiner indicated that it would have been obvious to modify the printjhead 
assembly disclosed in Maru by replacing the shift register 105 (Maru at Figure 11) with the 
photodiodes D (Fujii at Figure 2) disclosed in Fujii. (Office Action at para. no. 1, pages 2-3). 
The Federal Circuit has stated that "there must be some suggestion, motivation, or teaching in 
the prior art that would have led a person of ordinary skill in the art to select the references 
and combine them in the way that would produce the claimed invention." KaYsten 
Manufacturing Corp. v. Cleveland Golf Co., 58 U.S.P.Q.2d 1286, 1293 (CAFC 2001). There 
is no suggestion in this case to combine Maru and Fujii in a manner that would producp the 
claimed invention. There is no teaching or suggestion in Maru that.it would be advantageous 
or desirable to replace the shift register 105 disclosed therein with photodiodes, such a|s the 
photodiodes D disclosed in Fujii. There is no teaching or suggestion in Fujii that it would be 
advantageous or desirable to replace a shift register with the photodiodes D disclosed therein. 

The Examiner made the following statement regarding motivation to combine: 

Therefore, it would have been obvious for one having ordinary skill in 
the art at the time invention was made to modify Maru's printing apparatus to 
include appropriate optical elements so the printhead assembly can be in 
optical communication with other components rather than by wiring 
connection and to include a plurality of junction photosensors into the 
printhead assembly for receiving optical image date (sic) rather than the S/R 
[shift register] cells disclosed by Fujii et al. The motivation for doing so 
would have been well known in the art to avoid many problems due to wiring 
connection such as disconnection, short circuit, or attenuation (due to j 
resistance of the wiring). (Office Action at para. no. 1, pages 3-4). 



The Examiner appears to argue above that optical communications are better than 
wired connections, and then this unsupported opinion apparently provides a basis to combine 
any arbitrary disclosure in the references in any arbitrary manner. This argument is clearly 
contrary to established precedent. There must be some teaching or suggestion in the pribr art 
that would have led a person of ordinary skill to combine the references in a way that yould 
produce the claimed invention. The Examiner has pointed to nothing in the references that 
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suggests the proposed combination, and has instead relied on the Examiner's unsupported 
speculation or opinion that optical communications are better than wired connections. The 
Examiner's argument ignores the fact that optical communications and wired connections 
each have their own unique strengths and weaknesses, and the Examiner's opinion that one is 
better than the other does not provide a basis for establishing a prima facie case of 
obviousness. \ 

Furthermore, the proposed modification to Mam based on Fujii would change the 
principle of operation of the system disclosed in Maru. The MPEP states that "[i]f the 
proposed modification or combination of the prior art would change the principle of 
operation of the prior art invention being modified, then the teachings of the references are 
not sufficient to render the claims prima facie obvious. MPEP §2143.01, citing In re Ratti, 
270 F.2d 810, 123 USPQ 349 (CCPA 1959). The MPEP also states that, in the Ratti case, 
"[t]he court reversed the rejection holding the 'suggested combination of references Would 
require a substantial reconstruction and redesign of the elements shown in [the primary 
reference] as well as a change in the basic principle under which the [primary reference] 
construction was designed to operate." MPEP §2143.01, citing In re RattU 270 F.2d at 813, 
123 USPQ at 352. The modification of the printing system disclosed in Maru proposed by 
the Examiner would require a substantial reconstruction of the printing system, and \vould 
change the principle of operation of the printing system. j 

In view of the above, independent claim 1 is not taught or suggested by Fujii and 
Maru, either alone, or in combination. Applicant respectfully requests removal of the 
rejection of claim 1 under 35 U.S.C. § 103(a), and requests allowance of this cjlaim. 
Dependent claims 2-4, 10, 13, and 14 further define patentably distinct claim 1, are further 
distinguishable over the cited references, and are believed to be allowable over the citedjprior 
art. Applicant respectfully requests removal of the rejection of claims 2-4, 10, 13, and 14 
under 35 U.S.C. § 103(a), and requests allowance of these claims. , 

Independent claim 23 recites "a junction photosensor coupled to the ejection element 
via a latch and a multi-transistor amplifier". Maru does not teach or suggest a junction 
photosensor coupled to an ejection element via a latch and a multi-transistor amplifier, as 
recited in independent claim 23. Fujii also does not teach or suggest this limitation. Thus, 
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Maru and Fujii, either alone or in combination, do not teach or suggest each and every 
limitation of independent claim 23. In addition, as addressed above with respect to 
independent claim 1, there is no suggestion to combine Maru and Fujii in the maimer 
proposed by the Examiner. j 

In view of the above, independent claim 23 is not taught or suggested by Fujii' and 
Maru, either alone, or in combination. Applicant respectfully requests removal of the 
rejection of claim 23 under 35 U.S.C. §103(a), and requests allowance of this claim. ; 

In addition, dependent claims 5-9, 1 1, and 12, which further define patentably distinct 
claim 1 and are further distinguishable over the cited references, are believed to be allowable 
over the cited prior art. Applicant respectfully requests removal of the rejection of claims 5- 
9, 1 1, and 12 under 35 U.S.C. §103(a), and requests allowance of these claims. 

i 

CONCLUSION | 

In view of the above, Applicant respectfully submits that pending claims 1-14 arid 23 
are in form for allowance and are not taught or suggested by the cited references. Therefore, 
reconsideration and withdrawal of the rejections and allowance of claims 1-14 and 23 is 
respectfully requested. j 

No fees are required under 37 C.F.R. 1.16(h)(i). However, if such fees are required, 
the Patent Office is hereby authorized to charge Deposit Account No. 08-2025. 

The Examiner is invited to contact the Applicant's representative at the below-listed 
telephone numbers to facilitate prosecution of this application. 

Any inquiry regarding this Response should be directed to James R. McDaniel at 
Telephone No. (208) 396-4095, Facsimile No. (208) 396-3958 or Jeff A. Holmen at 
Telephone No. (612) 573-0178, Facsimile No. (612) 573-2005. In addition all 
correspondence should continue to be directed to the following address: 
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IP Administration 
Legal Department, M/S 35 
HEWLETT-PACKARD COMPANY 
P.O. Box 272400 

Fort Collins, Colorado 80527-2400 



Date: 

JAHijmc 



Respectfully submitted, 
Mohammad M. Samii, 
By his attorneys, 

DICKE, BILLIG & CZAJA, PLLC 
Fifth Street Towers, Suite 2250 
100 South Fifth Street 
Minneapolis, MN 55402 
Telephone: (612) 573-0178 
Facsimile: (612) 573-2005 



Jeff & Wtflmen 
Reg. No. 38,492 



CERTIFICATE UNDER 37 C.F.R. 1.8 : 



The undersigned hereby certifies that this paper or papers, as described herein, are being transmitted via telefacsimile to 
Examiner Nguyen, Group Art Unit 2853, at Fax No. (571) 273-8300 on this /fc™ day of April, 2006 



By: 




Namev^elf^. Holm en 
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